TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
Boar d.
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ON BRI EF

Bef or e: McKELVEY, Senior Adnministrative Patent Judge, and
SCHAFER and LEE, Adninistrative Patent Judges.

McKELVEY, Seni or Adm nistrative Patent Judge.

Deci si on on appeal under 35 U.S.C. 8 134

1 Application for patent filed 2 August 1995. Applicants claimthe benefit of the
filing date of PCT/EP94/00722, filed 9 March 1994 and Gernman patent application P 43 09
074.5, filed 20 March 1993. The real party in interest is BASF Aktiengesellschaft.
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The appeal is froma decision of the Primary Exam ner
rejecting clains 1-5 and 7, all the clains in the application
on appeal. W affirm

A Fi ndi ngs of fact

The record supports the follow ng findings by a

pr eponder ance of the evidence.

The invention

1. The invention is readily understood by reference
to claim1.
2. Claim1l calls for a "m xture" which is "suitable

as a fuel additive" conprising Conponent A and Conponent B.

Component A

3. Conmponent A is an am ne, pol yam ne or
al kanol am ne having (specification, page 3, line 26 et seq.):
a. a hydrocarbon radical with an average
nol ecul ar wei ght of from500 to 10, 000
which is
b. prepared by hydrofornyl ation of a

pol yol efin and am nation of the result
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al dehyde and al cohol m xture under
hydr ogenati ng condi ti ons.

4. Conmponent A can be prepared in accordance with a
process described in European Patent Application 244,616
(specification, page 4, line 10).

5. The European Patent Application corresponds to
Kunmer, U.S. Patent 4,832,702 (1989) (Appeal Brief, page 3).

6. An am ne, polyam ne or al kanol am ne made by the
process of step b of Finding 3 is "chlorine-free"
(specification, page 4).

7. The "pol yam nes" are preferred and ammonia is
very particularly preferred (specification, page 4, lines 27-
30) as the material used to acconplish am nation.

8. The preferred nol ecul ar wei ght of the
hydr ocar bon radi cal is 600-2, 500.

9. The particularly preferred nol ecul ar wei ght of
t he hydrocarbon is 700-1,500 (specification, page 3, lines 31-
32).

10. The hydrocarbon radical is obtained by the

pol ynmeri zation of olefins, preferably a C-C, olefin, and
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particularly preferred is isobutene (specification, page 3,

i nes 35-37).

Component B

11. Conponent B is a pol yetheram ne (specification,
page 4, line 31 et seq.).

12. According to the specification, Conponent B
can be prepared in accordance with a process described in
Rath, U. S. Patent 5,112,364 (1992) (specification, page 6,

lines 17-18).

The clains on appeal

13. dains 1-5 and 7 are on appeal .
14. Applicants separately argue the patentability of
claims 3 and 7 (Appeal, Brief, page 2).
15. daim3 limts claiml:
A mxture as defined in claim1, wherein the hydrocarbon
radi cal of the conponent A is a polyisobutyl radical.
16 Cdaim7 is limted to a "fuel for gasoline
engi nes contai ning small amounts" of Conponent A and Conponent

B

The exam ner's rejection
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17. The exami ner has rejected clains 1-5 and 7 as

bei ng unpatentabl e under 35 U . S.C. 8 103 over Kummer and Rat h.

Kunmrer

18. Kummrer describes fuel or lubricant conpositions
whi ch include a Conponent A containing polyisobutyl am nes,
optionally with polybutyl amnes (col. 1, lines 39-51).

19. Conponent A is made by a hydrof ormul ati on
process (col. 4, lines 16-25).

20. According to Kummer, use of Conponent A prevents
the formation of deposits in the intake system of internal
conbustion engines (col. 1, lines 35-38).

21. Further according to Kumrer (col. 5, lines 62-
68) :

The novel fuel or lubricant conposition has a nunber
of advantages over the prior art, for exanple the fact
that the conpounds in gquestion are saturated conpounds,
no corrosion problenms occur, synthesis is nore econom cal
and causes |l ess environnental pollution, and the products

are not contam nated by chlorine or brom ne.

Rat h
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22. Rath describes gasoline fuels which contain
smal | anount of pol yet heram ne Conponent B.

23. Pol yetheram nes are known fuel additives for
cl eaning carburetors, injectors and valves (col. 1, lines 16-
18).

24. Rath also reveals that fuels with
pol yet heram nes may al so contai n pol ybut eneam nes as
carburetor, injector and val ve detergents (col. 5, lines 58-

62).

The exam ner's rationale

25. The exam ner held that the clainmed subject
matter woul d have been obvious in light of Kumrer and Rath.

26. The exam ner found that the prior art reveals
t he use of Conponent A-type and Conponent B-type materials to
i nprove val ve-cleaning in internal conbustion engines.

27. Gven that Rath describes the use of
pol yetheram nes in fuels as fuel additives for cleaning
vari ous engine parts and further reveal s that pol ybuteneam nes
may al so be added, the exam ner reasoned that it woul d have
been obvious to al so use the polyisobutyl am nes of Kunmer in

the Rath fuel s.
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28. The exam ner declined to give nmuch weight to a

showi ng in applicants' specification and a Rul e 132 Schwahn

decl arati on.

whi ch:

Showi ng in the specification

29. In their specification, applicants conpare fuels

(1) do not contain Conponent A or Conponent B,
(2) which contain Conponent A and a
pol yet her (not a pol yet heram ne), and
(3) which contain a Conponent A and a
Conponent B.

30. Conponent Ais said to be a "polyisobutyl anm ne"

havi ng an average nol ecul ar wei ght of 1000 prepared as

described in Kummer (specification, page 8, lines 23-26).

whet her

31. However, the specification does not reveal

i sobut ene al one was used to make the

"pol yi sobut yl am ne" or whether, as Kummer would permt, a

m xture of i sobutene and butene was used.

32. According to applicants, the conparisons show
(1) unexpected results with respect to
cl earness of the Conponent A and Conponent

-7 -
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B m xtures (specification, page 9, lines 1-
10);

(2) inproved results in deposits on intake
val ves (specification, page 9, lines 20-30)
and

(3) inproved octane requirenent increase val ues

(specification, page 11, |lines 25-35).

The Schwahn decl arati on

33. The Schwahn declaration reports the results of
experinmentation said to have been carried out.

34. Schwahn, who seens qualified to carry out the
experinments, is said to have nade a fuel mxture |I "according
to the *** application"” (Declaration, page 2) and fuel m xture
Il for conparison

35. Fuel mxture | was made using a
pol yi sobut yl am ne having an average nol ecul ar wei ght of about
1000 produced via a hydrofornylation process.

36. Fuel mxture Il was nade using a
pol yi sobut yl am ne havi ng an average nol ecul ar wei ght of about

1000 produced via a chlorination process.
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37. The "average val ve deposits (ng)" for m xtures |
and 11, and a m xture which did not contain a

pol yi sobutyl am ne are reported as foll ows:

I,

4 I

f M xture | f 7 f
DI

f M xture |1 f 28 !
DI

f No additive f 123 f

DI

The exam ner's concerns with respect to the show ngs

38. The exam ner notes, in effect, that the
conparison in the specification is not with the closest prior
art.

39. Thus, the exam ner notes that Kunmer describes
fuel s with Conponent A and Rath describes fuels w th Conponent
B. 40. The exam ner did not find persuasive a
conpari son of the clained invention with either Kumrer's fuel
havi ng only pol yi sobutyl am nes or Rath's having only
pol yet her am nes.

41. The exam ner al so noted, that based on the prior
art (in particular Kumrer), one skilled in the art woul d have

expected the results.
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B. Di scussi on

1. Prima facie obviousness

Appl i cants suggest in the Appeal Brief that the show ngs
in the specification and the Schwahn overcone any "possible"
prima facie case of obviousness made out by the prior art
(page 2). Not clear on this record is whether applicants
mai ntai n that the exam ner has failed to nmake out a prina
faci e case of obviousness. Rule 192 [37 CFR § 1.92]
requires an applicant to set out the reasons why a rejection
is not proper. Accordingly, we consider only the reasons
advanced by applicants in their appeal brief--not sone other
argunments which we can i magi ne coul d have been nade.

The sol e argunment we have uncovered which arguably
relates to prima facie obviousness appears on page 5 of the
Appeal Brief. There applicants contend that there is no hint
in Rath of the use of a polyisobutylam ne manufactured by the
hydr of ornyl ati on process of Kummer. According to counsel for
applicants, at the tine Rath filed a patent application (5
August 1988 in Germany), the nost common commercially
avai | abl e pol yi sobut yam nes were manufactured via the chlorine
route. Applicants reason that the reference in Rath to

- 10 -
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pol yi sobutylamnes is a reference to the then comerci al
product whi ch contains chlorine.

The record suggests that at the tine Rath filed in
Cermany (5 August 1988) the Kummrer Gernman Patent Application
had probably been published (eighteen nonths after 4 Apri
1986 or about 4 Cctober 1987). |In any event, the Kummer U.S.
Pat ent was issued (23 May 1989) before Rath filed in the
United States (29 April 1991). More to the point, however, is
the proposition that it does not matter to what
pol yi sobutyl am nes Rath nmay have been referring. 1n re
Kl ei nman, 484 F.2d 1389, 179 USPQ 244 (CCPA 1973) (there is no
presunption, rebuttable or not, that the holder of a patent
had constructive or actual know edge of specific prior art
when he made the invention -- hypothetical person skilled in
art does have constructive know edge). A person having
ordinary skill in the art at the tinme applicants nade their
invention, aware of both Kummer and Rath, woul d have been
hi ghly notivated to use the polyi sobutylam nes of Kunmer if
for no other reason that to avoid the presence of chlorine.
The appeal does not involve a question of what m ght have been

obvi ous to Rath. Rat her, the issue is whether the clained
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subj ect matter woul d have been obvious in view of Kumrer and
Rath at the tinme applicants (not Rath) nmade the clainmed

i nventi on.

2. Applicants' rebuttal show ngs

a.
The exam ner found, in effect, that the showing in the
specification did not involve a conparison of the clained
invention with the closest prior art. As a general
proposi tion, when a conparison is made between a clai ned
invention and the prior art, the conparison nmust be between

the clained invention and the closest prior art. [In re Baxter

Travenol Lab., 952 F.2d 388, 392, 21 USPQ2d 1281, 1285 (Fed.

Cr. 1991) (when unexpected results are used as evidence of
nonobvi ousness, the results nust be shown to be unexpected

conpared with the closest prior art); In re Boesch, 617 F.2d

272, 205 USPQ 215 (CCPA 1980) (sane); ln re DeBl auwe, 736 F.2d

699, 705, 222 USPQ 191, 196 (Fed. Cir. 1984) (due to the
absence of tests conparing appellants' heat shrinkable
articles with those of the closest prior art, we conclude that
appel l ants' assertions of unexpected results constitute nere

argunent); In re Merchant, 575 F.2d 865, 869, 197 USPQ 785,
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788 (CCPA 1978) (an applicant relying upon a conparative
showing to rebut a prima facie case of obvi ousness nust
conpare clained invention with the closest prior art).

In this case, the closest prior art would have been Rath,
whi ch descri bes a fuel having pol yetheram nes. Manifestly,
the specification does not purport to conpare the fuels of
Rath with the fuels of claim7. W find it somewhat curious
that the conparison was not made given that applicants were
actually aware of Rath (specification, page 6, lines 17-18).

b.

The exam ner consi dered the Schwahn decl aration
(Exam ner's Answer, page 6) and declined to give the
decl aration controlling weight. The exam ner held that the
declaration did not rebut the evidence supplied by the prior
art and the exam ner is correct. One skilled in the art
necessarily woul d have expected an i nprovenent with a
pol yi sobutyl am ne free of chlorine. See Kumer, col. 5, lines
62-68 set out in Finding 21, supra). Nothing in the Schwahn
decl aration explains why the inproved results reported therein

woul d have been unexpect ed.
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We made the follow ng additional observation in the event
applicants elect to file a continuation follow ng this appeal.
A showi ng of unexpected results generally should be

comensurate in scope with the breath of the clains. 1n re
Geenfield, 571 F.2d 1185, 1189, 197 USPQ 227, 230 (CCPA 1978)
(showi ng of unexpected results nust be comensurate in scope

with breadth of claim; In re Kulling, 897 F.2d 1147, 1149, 14

USPQ2d 1056, 1058 (Fed. Cir. 1990) (sane).

It is not apparent to us how the showing in the
specification and the showi ng in the Schwahn decl arati on can
be comensurate in scope with the breadth of the clains.

For exanple, the clains call for a hydrocarbon radi cal

which, inter alia, may be various radicals, including

pol ybutyl and pol yi sobutyl having a nol ecul ar wei ght of 500 to
10,000. The showing is |limted to a polyisobutyl having a

nmol ecul ar wei ght of 1000. Whiile applicants do not say why, a
pol yi sobutyl am ne having a nol ecul ar wei ght of 1000 is
particularly preferred. W have no reason to doubt the
objective truth of applicants' statenents regarding preferred
and particularly preferred enbodi ments. But, we do not

under stand how a conpari son based solely on the particularly
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preferred enbodi nent can be comensurate in scope with a claim
whi ch al so i ncludes non-preferred enbodi nents.

A conpari son usi ng polyi sobutyl am ne does not reveal what
results m ght be obtained using a m xture of pol ybutyl am ne
and pol yi sobutyl am ne as descri bed by Kummer.

In the event of further prosecution, applicants may w sh
to submt a showing of which is conmensurate in scope with the

breadth of the cl ai ns.

C. Deci si on

For the reasons given, the decision of the exam ner
rejecting clains 1-5 and 7 under 35 U . S.C. 8§ 103 over Kumer
and Rath is affirned.

AFFI RVED.

FRED E. McKELVEY, Seni or
Adm ni strative Patent Judge

SN N N N N
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Rl CHARD E. SCHAFER ) BOARD OF
PATENT
Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JAMESON LEE
Adm ni strative Patent Judge

)
)
)
)
)
)
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cc (via First Class Mail):
KEI L & WVEI NKAUF

1101 Connecti cut Avenue,
Washi ngton, D.C. 20036
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